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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 9/24/07 (election) . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) 16-20 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) jM5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 12 March 2004 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-15, drawn to a process for forming HTS, classified in class 427, subclass 
62. 

II. Claims 16-20, drawn to a device to make HTS, classified in class 118, subclass 
715+. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
and materially different apparatus or by hand, or (2) the apparatus as claimed can be used to 
practice another and materially different process. (MPEP § 806.05(e)). In this case the 
apparatus as claimed can be used to practice another and materially different process other than 
conformal coating such as etching. 

3. Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions have acquired a separate status in the art in view of their different classification, 
restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Jay Verdugo on 9/24/07 a provisional election was 
made without traverse to prosecute the invention of Group I, claims 1-15. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 16-20 have been 
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withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 6 and 7 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 6, the phrase "more than three precursor moieties can be applied" is 
unclear. The Examiner questions how three or more moieties are applied when there are only 
two forming steps? In addition, the phrase "can be" is vague and indefinite as it is unclear as to 
whether the limitations following the phrase are part of the claimed invention. 

Regarding claim 7, the term "the carrier gas" lacks antecedent basis. 
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7. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-9 and 1 1 are rejected under 35 U.S.C. 1 12; first paragraph, because the 
specification, while being enabling for atomic layer deposition for HTS, does not reasonably 
provide enablement for other vapor deposition processes for forming coating other than HTS. 
The specification does not enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention commensurate in scope with these 
claims. 

Claims 1-15 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for atomic layer deposition, does not reasonably provide enablement for 
other vapor deposition processes. The specification does not enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and/or use the invention 
commensurate in scope with these claims. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 1 
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Claims 1,3-8,10-13 and 15 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Applicant's admitted state of the art (specification, pgs. 1-5). 

Applicant's admitted state of the art (specification, pgs. 1-5) teaches forming HTS layers 
by ALD whereby one monolayer is formed and a second monolayer is formed and the two 
monolayers react to form the desired final layer. Pulses of carrier gas are introduced between the 
pulses of monolayer gases. Up to three precursor gases can be utilized. YBCO-Ca doped HTS 
can be formed and the deposition is self-limiting. 

Claims 1-5,7-9,1 1 and 13-15 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Niinisto et al. (6,858,546). 

Niinisto et al. (6,858,546) teaches a method of depositing rare earth oxide thin films by 
and ALD process. Suitable deposition temperatures for yttrium oxide are between 200-400°C 
(abstract). Niinisto et al. (6,858,546) teaches alternating pulses into a reactor space. The excess 
source gas is purged away with an inert gas between different sources of chemical pulses. The 
pulses or source gas are pulsed sequentially (col. 3, lines 9-30 and col. 8, lines 20-53). The pulse 
length is 0.7 seconds and the growth film rate is 1.2A/cycle (see example 1). 

Claims 1-6 and 8 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Suntola et al. (4,058,430). 

Suntola et al. (4,058,430) teaches a method of producing compound thin films. 
Subjecting the substrate to vapor of a first single element which can react with the surface to 
form a single atomic layer and subjecting. the single atomic layer to a second single element 



Application/Control Number: 10/799,181 , Page 6 

Art Unit: 1762 

which can react with the first atomic layer to from a thin film. This procedure can be repeated to 
form a desired thickness (abstract). The process is self-balanced, i.e. self-limiting (col. 5, lines 
65-68 and col. 6, lines 50-55). The temperature of the substrate (process) can be 300°C 
(examples 1-3). Three sources can be utilized (col. 11, lines 15-27). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian K. Talbot whose telephone number is (571) 272-1428. The 
examiner can normally be reached on Monday-Friday 8AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like, assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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